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DAVID, LIENERT 8 RARER Drift of 

3rd Nay 198$ LD/s 

To the 

CoiMereial Court of the Cinton of Zurich 
P.O. 8ox 
8023 Zurich 

In the utter of 

Pabrlques des Tibic Reunite S.A.. Qual Jeinrenaud 3, 
2003 Keuchltel, 

Plaintiff, 

repreaentad by Dr. Lucia David, 

Bahnhofatr. 58, 8001 Zurich, 

veraus 

Broun 8 MlUlawton, Tobacco Corporation, 1500 Brown 8 
WllUaason Tower, Louisville, Kentucky, USA, 

Defendant, 

represented by Dr. Ing. Hans A. Troesch and Dipl. Ing. 
Jacques J. Troesch, Patent Agenst, Walchestr. 19, 

8006 Zurich, 

concerning revocation of a patent 
I hereby enter an 

action 

In the naee of and with the authority of the Plaintiff, 
with the petitiont 

That the Swlas/Lieehtensteln Patent'No. 845,252 
relating to a cigarette filter, applied for on 3rd 
April 1980 and granted on 28th September 1984, be 
revoked by the court 

with costs and daaages against'the Defendant.* 
vatue in litigation: approx. ST 2U Million 
Annex 1: Plaintiff’s power of attorney, undated 
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Groundst 

1. Preliminary rtaarks 

1. The burden of proof lying with the Plaintiff/ legally 
eufficient proof ia submitted in respect of the entire 
statement of facta, with tha proviso that Individual 
items of evidence aay be reserved until a later date 
(£141, Code of Civil Procedure). 

2, The underaigned lawyer is duly authoriaed to act (cf. 

1 II 

3j. Tha 1iir1efiinH.nn mi aa» n. -t 1,1 -rrH. •* *—■* 

ii jvHifiid In asBoraanre with irtida 75, taaaiaa 1, 
Clause b of the Patent Act, 

mr vfTinaint na* no residence In Switzerland. The 
Defendant** patent agent, as entered In the Register, 
has his place of business in Zurich, so that the Zurich 
judge has jurisdiction. The Coaaercial Court has juris¬ 
diction for ar.tiont under patent Law, without 
to the Justice -of the-pwt~ Vf§1 a SlEtlOn 1"i fiMilM V 

of th* Judiciary acx, | 103, Clause 1 of the Code of 
Civil. Procedure) . 

Evidence subaitted: 

Annex 2> Extract troa Register of Patents *645,2S2-, - 
dated 13th February 1985 

4. The revenue froa the tobacco tax in the year 1984 was 
$F 789 Million, This corresponds to tobacco sales of 
approx, SF 1,900 alllion or approx. 16,000 alllion units. 
The aarket share of the Barclay cigarette produced by 
the Defendant la probably between S and 6X (1983 3.4X, 

1984 4.7X), or approx. SF. 100 Billion or 800 aillion 
units per year. Given that the patent In dispute has a 
residua'l period of validity of 15 years, this corresponds 
to a sale of approx. 1,500 aillion. Since, as a rule of 
thuab, a patent corresponds to approxiaately 5X of the 
net sales value of the patented article, the Plaintiff 
estiaetes the value in litigation of tha disputed patent 
at approx. $F 20 aillion, 

2. On the facts of the case in general 

5. The p-arttes'ere-coapetltors in the c4-garette industry. 

The Defendant, a aeabtr of the Brltish-Aaerican Tobacco 
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Group (BAT), manufaetures the clgaretta Barclay, which 
ha* been an tale In Switzerland since about October 1983. 
The Barclay cigarette Is a filter cigarette which has 
subsidiary air passages through which the smoker Is sup¬ 
posed to draw In fresh air. This fresh air is Intended 
to dilute, within the oral eavlty, the main stream of 
smoke which Is drawn In, and thut to reduce the relative 
nicotine and tar levels* The methods of measurement by 
which these levels were ascertained have already given 
rise to legal action In Switzerland and elsewhere, but 
these proceedings are of no further relevance In the pre¬ 
sent context. 

6. The Defendant applied for a patent for the Barclay ciga¬ 
rette under No. 2656/8Q on 3rd April 1980, an American 

K ' I VI tv/ 'Mvit ft|*i iw lift w ■ luy V If I «vg fui III l> Hill • 

The application resulted, on 28th September 1984, in 
Swl$s/L1e«htenste1n Patent No. 643,232. In essence, this 
claims a filter for a cigarette, characterlsed by a por¬ 
ous filter rod (2) of cylindrical shape, a non-porous 
wrapping sheet (12), which extends along the'rod (2) and 
wraps the latter, whose ends are left open to allow free 
flow, the wrapping sheet (12) and the rod (2) possessing 
a plurality of longitudinally extending, peripherally 
distributed, mutually spaced grooves (14), which grooves 
(14) extsnd ovsr a certain length from at least one end, 
and further characterised by tip material (16), which 
extends in the longitudinal direction and envelops the 
wrapping sheet (12), this tip material (16) being per¬ 
meable to air, which makes It possible for the ventila¬ 
tion air to flow through the .tip material Into the grooves, 
this air being the only fluid which flows through these 
grooves when a smoker draws normally on a cigarette fit¬ 
ted with this filter. 

The Intention of this Is to enable the cigarette 
filter to combine the pressure drop of a normal cigarette 
with filters of low to moderate effectlvanes*, and to 
reduce the epeclflc tar content in the smoke by ventila¬ 
tion Instead of filtration (patent specification page 2, 
right-hand column, lines 40-43). An opinion on this 
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stated object is given on page 12 below. 

Evidence submitted: 

Annex 3: Patent Sped ti cation +645/252 
7. Consequently/ characterising elements of the patented 
cigarette filter according to Swiss Patent Specification 
645/252 are 

a) a porous filter rod (2) of cylindrical shape/ also 
referred to in the patent specification as a filter 
eleeent (10/ 20/ 30/ 40); 

b) a non-porous wrapping sheet (12; 22/ 32/ 42)/ which 
extends along the rod (2) and wraps the latter/ but 
leaves the ends thereof open for free flow; 

c) a plurality of longitudinally extending and peripher¬ 
ally distributed/ Mutually spaced grooves (14; 24/ 34b/ 
44a) possessed by the wrapping sheet (12) and-the rod 
(2)/ which extend over a certain length starting froa 
at least one end/ 

d) a tip Material (16)/ also referred to as tip paper In 
the patent specification/ which extends In the longl- 
tudlnal direction and envelops the wrspping sheet (12)/ 
this tip Material (16) being permeable to air/ which 
makes It possible for the ventilation air to flow 
through the tip Material Into the grooves; 

e> the stated effect , according to which this air Is the 
only fluid which flows through thasa groovas whan a 
smoker draws normally on a cigarette fitted with this 
filter. 

Further claims envisage 

aa) that the grooves (14) starting froa st least one end 
of the filter rod (2) are open at this and (Claia 2); 

bb) that tha grooves (14) extend over a langth which 

Is lass than tha langth of tha filter rod (2) (Claim 2); 
cc) that the tip material (16) possassas perforations 

(16; 48) which art connaetad for tha purpoats of flow 
with the grooves (14; 44t/ 44b) (Claims 2 and 4); 

dd) that tha tip material (16) Is peratable to air and 

preferably In sheet form (Claia 3); 
ee) that the grooves (14; 24; 34a; 44», 44b) era arranged 
In particular geometric manner (Claims 5-7/ 9, and 10); 
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ff) that the wrapping ahaat (12) which la non-porous for 
smoke and the porous filter rod (2) consist of a 
single piece (dale 8); 

gg) cigarettes fitted with a cigarette filter of this 
type (Claims 9 and 1Q)i 
3. On the Question of disclosure 

8. The description of the Invention is an essential consti¬ 
tuent both of the patent application and of the patent 
specification (Article 49, Section 2, clause b, 51 
Section 3, 63 Section 2 Patents Act, Article 26 Patent 
Pules). Thus, It cannot be a matter for the Applicant's 
discretion whether or not he will attach a description to 
his patent claims or what that description is to contain. 
The latter is also clear from Article 26, Section S, 

Patent Pules, according to which the description must con¬ 
tain at least one exemplary eabodlaent of the invention. 
Hence the description aust contain coaplete and clear 
details of the invention clalaed (ct. Blua/Pedratzlnl, 
Swiss Patent law. Ho. 5b on Article 50, Patents Act), for 
which reason everything which is necessary for implementa¬ 
tion of the patent applied for mutt be incorporated into 
the description. The description of the patent In dispute 
fails. In more than one respect, to comply with this 
self-evident requirement for disclosure. 

9. In Patent Claim 1, Line 13, it is stated "that the tip 
materiel 16 Is permeable to air”. The corresponding 
wording is also found in Patent Claim 3. This wording Is 
not covered by the description of the exemplary embodi¬ 
ments. All that Is stated at that point Is that perfora¬ 
tions are provided in the so-called tip material 16. 
Porosities can be permeable to air, and this can probably 
also be inferred from the description of the figures, 

but permeability to air Is not always necessarily caused 
by porosities. The Applicant Itaelf has acknowledged 
this distinction snd in fact has evan emphasised it in 
Claim 4. 

The last feature of Claim 1, lines 15 to 18, Is 
a statement of effect for which no support can be found 
In the description. In this context, all that Is stated 
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In the description, on page 3 of th# patant specifIcatlon, 
right-hand column, lints 16 to 19/ Is: 

"During smoking, the ventilation air flows through 
the grooves 34b Into the smoker's mouth and then flows 
simultaneous ly along through the grooves 34a Into the 
tobacco rod 7 and the filter plug 6." 

Corresponding wordings are also to be found In 
the same column, lines 27 to 29 and lines 56 to 60. 

Nothing Is said In the description of the exem¬ 
plary embodiments to the affect that the air Is the, only 
fluid which flows In the grooves, and similarly It Is not 
possible to infer from the description that this occurs 
only when the smoker draws normally on the cigarette, or 
what drawing normally Is. The explanation for this Is 
evidently that the statement of effect was not contained 
in the original application documents and was only Intro¬ 
duced later Into the patent claim and the description. 
Evidence submitted: 

Annex 3a: Photocopy of unalterable copy of the patent 
claims and description 

This effect can be achieved only If the wrapping 
sheet 12 Is Impermeable to smoke, since only then Is 
It Impossible for sny smoke to pass from the Inside 
of the filter rod 2 through the wrapping sheet 12 
Into the groove. However, this Is not Indicated in 
Claim 1, where it Is merely stated that the wrapping sheet 
Is not "porous" - compere line 2 of the same claim - 
which Is not the same thing as "Imparmaabla to smokt". 

In tht claims and also In the description the 
terms "porous" and "perforation" are used In different 
senses. Porosities can ba permeable to air and/or per¬ 
meable to smoke. The effeet which a porosity of this 
type has depends on Its quality. The Defendant In this 
action for revocation has recognised that thare ara dif- 
ferencas hare, and has consequently, for example as In 
Clslm 2 and Claim 8, drawn distinctions with the wording 
"not porous for smoka" on the one hand and "pordus" on 
the other hand. 

The characterisation selected In Clslms 2 and 8 
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for the wrapping sheet 12, according co which the latter 
is qualified as "not porous for smoke", is not disclosed 
in the description. Whereas in dale 1 the expression 
"not porous" has evidently been assumed to isean "leper* 
aeable", a special qualification of the porosities Is 
now Introduced in Clali 2, a qualification moreover which 
finds no support in the description. Later In the same 
dale it Is stated "that the wrapping sheet is impermeable 
to smoke". This again Is nowhere indicated In the patent 
description. All that Is stated there Is that the wrap* 
ping sheet is not porous * compare, for example, page 3, 
left-hand column, line 30. 

With regard to Claim 3, it aust be noted that a 
tip material whleh Is "permeable to air" Is not disclosed 
in the description, nor Is such a material "In sheet form" 
disclosed there. 

In Claim 4 the term "airtight", which has not been 
disclosed in the description, is introduced, and it Is 

statad thera that tha tip matmrlal Is to be airtight and 

is to possess perforations. If perforations are equated 
with permeability to air, as occurs in Claim 1, then 
Claim 4 contains a contradiction. 

In Claim 7 it is stated as the final characteris¬ 
ing feature "that these two families of grooves (34a, 

34b) are separated from one another as regards flow". 

This feature is assumed in the description of the state¬ 
ment of effeet in connection with Figure 3, but not 
disclosed as such. 

In Claim 8 the wrapping sheet is qualified as 
"not porous for smoke", as already mentioned above, this 
term is nowhere disclosed in the description. 

If Clelas 9 and 10 have any meaning, they derive 
as a matter of eourte from the wording of Claim 1 and con¬ 
tain no special characterisation. However, If it were 
conceivable for an embodiment In accordance with Claim 1 
not to comply, as a matter of course, with the features 
according to Claims 9 and 10, then at any rata no such 
embodiment can ba derived from eny part of the patent 
specification. 
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The stated object on page 2, right-hand column, 
lines 40 et *tq, is incomprehensible. The Applicant 
departed from this incomprehensible statement of object 
in its German Patent Application P 30 11 959.6-23, running 
for the same period and baaed on the same priority, which 
led to Patent 3,011,959. The statement of object for¬ 
mulated there (page 2) reads; 

"The object of the present invention is to design a 
cigarette filter of the type explained Initially, in 
such a manner that, while the high level of reduction 
of undesirable substances and the good processability 
on conventional clgarette-maklng machines Is retained, 
a cigarette with a more intensive tobacco flavour Is 
Obtained." 

Evidence submitted; 

Annex 4; Photocopy of description from Patent 6E 30 11 959 

dated 27th October 1982 

The Patent Owner also caused this stated object 
to be expressed, not by chance. In the German application. 
In this connection, in fact, on page 10, lines 7 to 15, 
of Its submission of 15th January 1982, the Patent Owner 
is represented as stating: 

"that it Is evidently crucial for the intended effect 
that pure streams of air be generated around the peri¬ 
phery of the filter body. Apparently, only these 
attain a sufficiently high rat* of flow to produce a 
turbulent, whipping movement of the smoke emerging 
from the end surface of the filter body nearer the 
mouth, which movement propels the smoke to the organs 
of taste in the mouth." 

Evidence submitted: 

Annex 5; Photocopy of the submission by Or. H. Kinkeldey, 
Patent Agent, of 15th Januery 1982 for Srown t 
Williamson to 10 W (pat) 88/81 (P 30 11 959.6.-23) 

An Invention does In feet elso require a stated 
object, the indicated solution being linked to this object 
by e ceusel relationship, and this is lacking in the pre¬ 
sent patent. 
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4. On the parallel German Patent 3,011,959 
10. Under German patent law, the patentability naeaaaary for 
the granting of a patent la evaluated In accordance with 
criteria vary similar to thoaa to be applied hare. It la 
therefore worthwhile at thla point to consider briefly 
the granting procedure for the parallel Screen Patent 
30 11 959, which la baaed on the sane convention priority , 
and whose original documents are a translation of the 
same English-language original as used for the present 
patent. 

First, the German patent was in the first Instance 
rejected by the German Patent Office by an official deci¬ 
sion of 31st July 1981. It was subsequently granted, on 
appeal by the Applicant, by the Federal Patent Court, 
according to a judgment of 27th October 1982. 

Evidence submitted! 

Annex 6: Official decision of the German Patent Office 
dated 31st July 1981 with reference to 
P 30 11 959.6-23 

Annix 7: Decision of tft* Ftd*r*l Patint Court on «pp*al 

by Applicant, dated 27th October 1982 with 
reference to Patent 30 11 959,6-23 
An opposition was thersupon filtd by a numbtr of 
parties. Including the Plaintiff In the present aetlon 
of revocation, and the patent was thsn dtclared void by 
the Opposition Division according to official decision of 
5th November 1984, against which an appeal by the Appli¬ 
cant Is currently pending. 

Evidence submitted; 

Annex 8t Official dtclsion of tha German Patent Office 
dated Sth November 1984, with reference to 
Patent 30 11 959 

in the decision to grant, German Ausiegeschrlft 
2,107,850 (cf. Annax 7, paga 7), which was eltad In 
opposition, was evaluated In the following words! 

"the skilled reader could thus derive from this printed 
publication the teaching that arrangement! of grooves 
which ars opan or closed at tha tip and or at tha tobacco 
end are equally suitable for achieving the objeet 
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Stated therein (effective filtering and smoke dilu¬ 
tion). Ha would alio be reinforced In this interpre¬ 
tation by the fact that although/ according to 
coluan 4, line 42/ the dilution of tha saoka takes 
place within the saoker's mouth/ yet according to 
coluan 5, lines 33 to 35/ by contrast/ some of the 
air enters Into the perforation (14 In Fig. 1) In the 
tube (3 In Fig. 1) and there alxes with the tobacco 
saoka - In other wo^da, does so before entering the 
saoker's mouth. Thus/ according to the state of the 
art/ no special significance whatsoever has been 
attributed to the location In which air and tobacco 
smoke are brought together/ whether Inside or out¬ 
side the filter," 

The exceptionally favourable decision by the 
Federal Patent Court Is thus based on an argument which/ 
Interestingly/ coincides as to content with the feature 
which was admittedly added/ as compared with the original 
patenc dal*/ In the last three lines Cleft-hand column/ 

lines 15-18) of Patent Claim 1 of $w1ss Patent 645,252/ 
but Is not supported In the description of the exemplary 
ambodlrnants (cf. above, pp. 9 et seq.). 

The revocation of German Patent 30 11 959 by the 
German Patent Office on 5th November 1984 (Annex 8), 
which took place in the opposition proceedings. Is based 
on German Offenlegungsschr1ft 2,849,904 (Philip Norris 
patent) which was cited there but was not a prior 
publication. 

Evidence submitted: 

Annex 9t German Offenlegungsschrift 2,849,904 dated 
23rd Hay 1979 

11. This Philip Norris patent is to ba evaluated as state of 
the art under German law. In contradistinction to Swiss 
law, where this German Offenlegungsschrift 2,849,904, 
snd/or its Swiss parallel Application 11 762 178 <■ 
+633,421), since It Is not a prior publication. Is not 
evaluated as stata of the art. Neverthelass, what Is 
defined In the published patent claims can, under the 
new Swiss Law (Article 7a, Patents Act), be destructive 
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of the novelty of an invention of later priority (so- 
called prior claim approach). Sine* the essential Inten¬ 
tion hare Is to prohibit double patenting, the teaching 

Is based on tha assumption that only the published claims 

♦ 

of Swiss patents are destructive of novelty (Official 
Gazette 1976 II 70; Pedrazzlnl, Patent- und Llzenzver- 
tragsrecht Claw Relating to Patents and Licence Agree¬ 
ments]/ page 51). This is however of no significance/ 
since a parallel patent to German Offenlegungesehrlft 
2,849/904/ of Identical content, exists In Switzerland, 
namely Swiss Patent 633,421. 

Evidence submitted: 

Annex 10; Swiss Patent 633,421 dated 15th December 1982 
The Opposition Division needed to go no further 
than evaluating this single citation, as this single 
citation in itself sufficed to destroy the German patent 
completely (cf. Annex 8, page 4 et seq.). 

Like the Swiss Philip Morris patent, German 
Offenlegungsschrlft 2,849,904, cited In Germany, derive* 

from a USA priority (US 843,146 of 18th November 1977), 
from which German Patent Application 2,858,154 also 
derives by division. This last-named patent application 
Is a divisional application from German Pstent Applica¬ 
tion P 2,849,904, and consequently contains no informa¬ 
tion which was not previously contained In German Offan- 
Legungsschrift 2,849,904. On the basis of this divisional 
application, a Claim 1 was formulated which Is Identical 
with Patent Claim 1 of the German Brown & Williamson 
Patent 3,011,959. This Claim 1 of the German divisional 
application by Philip Morris was rejected by the German 
Patent Office In an official decision of 6th October 1983, 
the reason for the rejection being lack of Invtntlveness 
on the basis of German Auslegeschrlft 1,936,429 and 
German Patent 1,657,261 and aLso U.S. Pattnt 1,718,122. 
Evidence submitted; 

Annex 11; German Patent Application P 2,858,154 
Annex 12; Official decision rejecting German Patent 

Application P 2,858,154 of 6th October 1983 
The rejected Philip Morris Division Application 
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P 2,858/154 derives from an tirUar priority than Swiss 
Patent 645,252. If, according to the decision of the 
German Patent Office, Claim 1 of Division Application 
p 2,858,154 Is not patentable due to lack of Inventive¬ 
ness, then this certainly applies to the identically wor¬ 
ded Patent Clala 1 of the German Brown l Williamson 
Patent 3,011,959, which In tact has a later priority. 

These facts can logically be extended to the evaluation 
of the disputed Swiss Patent 645,252, which Is essentially 
Identical as to content with the parallel German Patent 
3,011,959. The citations on which the official decision 
of 6th October 1983 (Annex 12), In the matter of the 
German Division Application P 2,858,154 is based, all form 
part of the state of the art under Swiss law. Detailed 
reference will be made to this In due course, 

5, On Swiss Patent 633,421, which Is destructive of novelty 
12. The German Philip Morris Patent 2,849,904 (Annex 9), from 

whieh the abovement1 oned German Patent Application 
P 2,858,154 1$ a divisional application, of th« saw* pri- 

orlty, corresponds - as alfeady explained on page 15 

above - to Swiss Patent 633,421. Although this pstent 
Is not a prior publication relative to the disputed Patent 
645,252, Its earlier application date means tht It can 
destroy the novelty of the disputed patent If Its claims 
are Identical with those of the disputed patent. It 1$ 
therefore necessary to examine whether the claims of the 
disputed Patent 645,252 coincide with the elalms of the 
Philip Morris Patent 633,421. This leads us to consider 
again the features of the disputed patent as singled out 
on pages 6 et seq. above. For the sake of simplicity, 
the same subdivision Is again used here* The detailed 
findings are as follows: 

+645,252 (disputed patent) ♦ 633,421 (Philip Morris patent) 
a) a porous filter rod of a) rod of smoking material 
cylindrical form having attached thereto e 
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filter of letstr eross- 
seetlonal surface than that 
of the rod (Claim 1) 
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b) a non-porous wrapping 
sheet, which wraps th# til- 
tar rod but laavas tha and* 
tnaraof fret. 


c> plurality of longitu¬ 
dinally extending grooves 
which extend trot* at least 
one end over a certain 
length of the wrapping 
sheet 

d) tip Material which 
envelops the wrapping 
sheet, the said material 
being permeable to air, 
which makes it possible 

for ventilation air to flow 
through the tip material 
into th* 9 roovts 

e) air is the only fluid 
which flows through the 
grooves 

aa> groo-ves are open at 
one exit end 

bb) grooves do not extend 
over the entire length of 
the f1 Iter 


cc) tip material possesses 
perforations which are con¬ 
nected with-the grooves for, 
flow purposes 


b) 111ter is located in 
cylindrical aperture which 
passes axially through the 
tip made from material which 
Is Impermeable to smoke 
(Claim 4) 

c) tip possesses at least 
one separate ventilation 
passage in the longitudinal 
direction of the tip from 
the inlet to the exit end of 
the tip (Claim 6) 

d) tip possesses at least 
one air inlet in its outer 
wall (Claim 5). This air 
inlet may be a plug which 
is porous In the radial 
direction (Claim 7) 

e) ventilation passage* 
servo to Introduce air 
directly into the smoker's 
mouth (Claims 6 and 12) 
aa) ventilation passages 

v 

terminate at the exit end 
of the tip (Claim 6) 
bb) air inlet is in the 
outer wall of the tip 
(Claim 5), which means that 
the ventilation passages do 
not extend over the entire 
length of the tip or of the 
f 11ter 

cc) ventilation passages are 
connected with lateral air 
Inlets for flow purposes 
(Claims 6 and 9) 
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dd) tip material Is per- dd) tip material has literal 

me able to air and prefer - air Inlets (Claims 6 and S) 

ably In sheet forts 

ee) groove* are arrranged --------- 

in a particular geomet¬ 
rical way 

ff> the wrapping sheet -------- 

and the filter rod consist 
of a single piece 

gg> cigarettes fitted with gg> cigarettes having such 
a filter of this type filters (Claims 1-7) 

It It clear from this comparison that, with the 
exception of the particular geometrical arrangement of 
the grooves, all features of the disputed patent can be 
derived In their full extent and Identically from the 
claims of the Philip Worrls patent. All essential feat¬ 
ures of the disputed patent are thus contained In this 
citation. Hence the novelty of the disputed patent - 
with the exception of the particular geometrical arrange¬ 
ment of the ventilation passages - Is destroyed. This is 
also clearly the case If the elelms of the disputed patent 
are rewritten in the terminology of the Philip Horrls 
patent, replacing the terms filter rod (2) by filter (12), 
wrapping sheet (12) by plug (13), groove (14) by passage 
(25), tip material (16) by paper (23) and cigarette rod 
(9) by rod (10). If this Is done, the claims of the dis¬ 
puted patent read approximately as follows: 

1, Cigarette which consists of a rod of smoking mate¬ 

rial and a cigarette filter attached thereto, character¬ 
ised by a porous filter (12) of cylindrical form, a non- 
porous plug (13) which extends along the filter (12) and 
envelops the latter, but leaves the ends thereof open for 
• free flow, the plug (13) ... possessing a plurality of 
longitudinally extending, peripherally distributed, mutu¬ 
ally spaced passages (25) by means of which.the crass-— 
sectional area of the filter* Is reduced to a cross- 
sectional area wltleh Is smaller than that of the rod of 
AAAklftd a.ifeiti.*I . and thee* o*tt*a*t (25). ttartlna from 
at least one end, extend over a certain length, and 
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further characterised by paper (23) which extends In the 
longitudinal direction end envelops the plug (13), this 
peper (23) possessing perforations (24) whleh enabte the 
ventilation air to flow through the paper (23) into the 
passages (25), this air being the only fluid which flows 
through these passages (25) when a saoktr draws normally 
on a cigarette fitted with this filter. 

2. Cigarette ete-ordiag to XJ.ai.ai 1, characterised in 
that the plug (13) 1$ non-porous for sacks, and that It 
(13), starting froa one end, extends along the filter 
(12), and In that the passages (25), starting froa at 
least one end, are open at this end and extend over a 
length which Is less than the length of the filter (12), 
the part of the plug (13) possessing the passages (2S) 
regaining laperaeable to saoke, and In that the paper 
(23) possesses perforations (24) which are connected for 
flow purposes to the passages (25). 

3. Cigarette according to Clala 1, characterised In 
that the paper (23) possesses perforations (24) and is 
preferably In sheet fora. 

4. Cigarette according to Clala 1, characterised in 
that the paper (23) Is airtight and preferably In sheet 
fora, and In that the paper (23) possesses predeteralned 
perforations (24).which art connected for flow purposes 
with the passages (25). 

5. cigarette eeeording to Clala 1, characterised In 
thet the passages (25) are arranged at an angle relative 
to the longitudinal axis of the filter. 

6 . - 

8* Cigarette according to Clala 1, characterlsad In 

that the plug (13) which Is non-porout for saokt and 
the porous filter (12) consist of a single piece. 

9. Cigarette according to Clala 1, characterised In 
... thet the filter (12) It connected for flow purposes 
with the rod (10), 

10. Cigarette according to Clala 1, characterised In 
that ... the ... passages (25) of the plug (13) ere con¬ 
nected for flow purposes with the saoker'e south. 
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Exactly the sane claims can ba derived from Swiss 
Patent 633,421 (Philip Morris patent). If they are 
restricted In the sense of the action for partial revoca¬ 
tion according to Article 2? of the Patents Act. Such a 
restriction could be undertaken by the judge at any tine, 
the patent being restricted to the abovenentloned dales. 

It would be difficult to demonstrate more clearly 
than Is done by the above wording that the prior Philip 
Morris patent Is catastrophically damaging to the novelty 
of the disputed patent. It essentially contains all 
features of Claims 1-3 and 8-10 of the patent In dispute, 
virtually verbatim. As if this were not sufficient. Fig¬ 
ure 7 of the Philip Morris patent Illustrates the mode 
of action of the disputed patent In virtually Identical 
terms. 

Claim 1 of the patent In dispute, as sat out above, 
has admittedly been extended to include the statement 
that, owing to the passages, the cross-sectional area of 

the filter Is reduced to an area which Is smaller than 
that of th* rod of smoking iittrliU TMs added feature, 

which Is to be found In Claim 1 of the Philip Morris 
patent. Is however also present In the disputed petent, 
since the cross-sectional area of the flltar elament In 
that patent Is reduced In comparison to the cross- 
sectional area of the tobacco rod by the presence of the 
grooves, being In fact raducad by the cross-section of 
the grooves. The content of the Individual claims of the 
disputed patent - with the exception of Claims 6 and 7 - 
Is thus virtually Identical In wording with the claims 
of the Philip Morris patent. The disputed patent thus 
licks novalty In .the sens# of Artlcls 7a of the Patents 
Act. 

0_n the level of inventiveness it compared with the state 
of the art 

14. Even If one wart to accept the presumption - at variance 
with the position In Germany - thet ths prior Philip 
Morris patent la not damaging - to the novelty of the dis¬ 
puted patent. It would nevertheless be necessary to dany 
the validity of tha latter since Its content derives In 
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an obvious winner from the state of the art (Article 1/ 
Section 2, Patents Act), 

The following ara cited aa atata of the art: 

Annex 13: German Auslegeschrlft 1,936,429 

Annex 14t ll,S. Patant 3,490,461 

Anna x 15i Geraan Patant 1/657/261 

Annex 16: German Qffenlegungaschrlft 2/046/432 

Annex 17; German Aualegeechrlft 2/107/850 

Annex 16: Qaraan Auslagaachrift 1/692/945 

Annax 19: Ge/man Offenlegungsschrlft 2/711/784 

Annex 20: U.S. Patant 1/718/122 

Annax 21: U.S, Patant 3/390/684 

Annax 22: U.S, Patant 3/324/862 

Annax 23> Garaan Offanlegungaachrlft 2/711/742 

Annax 24: Geraan Offenlegungsschrlft 2/135/903 

Evidence submitted; Annexes 13 " 24 as cited above. 

15. In the treatnent of tha Individual patant claims which 
follows/ despite tha contradictory wording "porous"/ . 
permeable to air”/ etc./ tha said patant claims ara deemed 
to have « content cor respond 1ng to the functional etate- 
aant of affect subsequently added to Patant Claim 1 of Swiss 
Patent 645/252 - cf. Unas 15 to 19 of that patant - 

since otherwise no comparative consideration la logically 
feasible. 

a) Re Patent Claim 1 

16. The novelty Is destroyed by German Auslegeschrlft 1/936,429 
(Annex 13), In this Geraan Auslegeschrlft a cigarette filter 
rod is described. A cigarette filter produced from this 
clga-rette filter rod Is wrapped In a thin-welled outer 
plastic wrapper 12 (compare column 4, lines 44 and 45). 

The plas-tle wrapper 12 consists of polyethylene (compare 
Claim 12). Although It 1$ not stated that the plastic 
wrapper 12 Is Impermeable to air. It Is nevertheless known 
that poty-ethylane films are Impermeable to air. The fact 
that the plastic wrapper 12 Is In fact impermeable to air 
also emerges from the statements In column S, lines 3 to 8. 
Otherwise, how else could the dilution air be supplied to 
the smoker's mouth separately from the stream of smokt, aa 
Is there stated? 
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The filter according to Figure 3 is tilled with 
filter materiel over its entire length/ at la evident 
fro* the production method Indicated according to Figure 1. 
In column 4 below, reference is expressly aade to 
Figure 3 of ll.S. Patent Application 632/336. This 
g.S. patent application resulted In U.$. Patent 3/490/461 
(Annex 14) to which German Patent 1/657/261 (Annex 15) 
corresponds* 

The reader of Seraan Auslegtschrlft 1/936/429 
(Annex 13) Is thus also asked to take Into consideration 
U.S. Patent Application 632/336 (Annex 14) or/ which Is 
the same thing in teras of content, Seraan Patent 1,657,261 
(Annex 15). If he complies with this suggestion, then 
he arrives at the subject of the application, if In fact. 

In accordance with this suggestion, he exchanges the tip 
18 In Figure 1 of 1,657,261 (Annex 15) for a filter rod 
section froa 1,936,429 (Annex 13), Figure 3, and In doing 
so laakes the seal 31 from 1,657,261 (Annex IS). The 
result thus obtained * the separation of tht lain flow 

of smoke froa the ventilation air - is indicated in 

german Auslagaschrift 1,936,429 (Annex 13) In direct asso¬ 
ciation with the request - compare eoluan 5, lines 3 to 8, 
in that rtfartnce. 

17. Semen Of ten legungssch rl f t 2,048,432 (Annex 16) shows 

under Figs. 1 and 2 a filter cigarette having a cigarette 
filter 20, which possesses axially extending grooves 27 
end 29 on the periphery, these grooves being closed at 
the tobacco rod end and open at the mouth and, as a 
result of which tha smoke is constrained "without passing 
through the actual filter, to flow through the peripheral 
longitudinal passagas 27 and 29 tharepf" (cf. page 8 of 
tht Offenlegungsschrift, lines 2-4). The outer passages 
29, which are restricted internally by the eantral ele¬ 
ment 25 and externally by tha outer element 23, convey 
ventilation air, if the outer element (es indicated on 
page 5, 1st paragraph) is permeable to air. At regards 
tha inner element 24, it Is stated that It la permeable 
to air. As regards tha middle element 25, it is stated 
at the bottom of page 8, that It it intended to be 
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'tup* me tbit to sir. Thlt also corresponds to the conclu¬ 
sion In the lest subordinate clause of Claim 1 of the 
disputed Patent 64S/252. On page A, 2nd paragraph of 
German Offenlegungsichrlft 2/048/432 (Annex 16) It Is 
stated thlt the central element Is preferably an Injection- 
moulded plastic component and that this Is Impermeable to 
air. That this Is the ease, and Is Intended to be the 
cast/ Is evident from the conclusion at the end of the 
2nd paragraph of page 8/ where It Is stated "that the 
secondary air - by which Is meant the. ventl tat ion el r 
drawn In through passages 29 - can be guided parallel to 
the principal stream of smoke/ but without mixing with 
the latter". 

The central element 3 corresponds to the wrapping 
shtet 12 from Patent Claim 1 of the disputed Patent 
645/252/ having the same aerodynamic consequences for 
the action of the grooves. The granted Claim 1 Is hence 
anticipated In a manner detrimental to novelty. 

18. According to German Auslegaschrlft 2/107/850 (Annex 17), 
in the area of the grooves/ which Is all that matters/ 
the material 1$ shown In Figure 5 as being compressed 
at the periphery/ If the filter tip is produced In the 
manner Indicated In column 6/ lines 25 to 54/ of this 
German Auslegeschritt. In this production method the 
filter meteriel/ which has occupied In the blank the space 
later to be occupied by the grooves/ has to be pressed 
Into the surface which Is thus compressed. The more 
densely the filter material Is compressad/ the less per¬ 
meable It Is to air. 

In this context reference Is again made'to German 
Auslegeschritt 1/692/945/ which discloses/ In column 4/ 
lines 41 to 47 (Annex 18) that/ in the case of a filter/ 
the surface can ba sealed by sintering to form s dense 
skin. This is mentioned only to illustrate the result 
which the average expert could expect on reeding column 6, 
lines 25 to 54. 

Similar Information Is also obtalnad from German 
Oftenlegungsschrlft 2/711/784/ paga 13/ 3rd paragraph 
(Annex 19). There It Is stated that/ with the process 
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technology in question/ it is even possible to achieve 
superficial/ couplets sealing. 

Absolute impermeabi lity to air In the sense of a 
vacuum seal can perhaps not be achieved by the method of 
German Auslegesehrlft E/107/850 (Annex 17)/ but a seal 
of this type Is In fact probably also not Implied In 
Swiss Patent 645/252 - all that can be meant Is relative 
Impermeability to air. That this Is to Is evident merely 
from the description of the exemplary embodiments/ accor¬ 
ding to which the Impermeability to air Is achieved by 
means of a covering sheet which consists conventionally 
of paper and Inevitably possesses a certain residual 
porosity. As regards the quality of the relative Imper¬ 
meability to air/ all that can be Inferred from the sub¬ 
sequently Introduced feature of the elalm Is that tha 
residual permtability to air of a covering sheet Is Inten¬ 
ded to be substantially less than the permeability to air 
of the perforations 38 In the tip sheet 36. 

If the perforations visible In Figures 1 and 2 
of s< man Auslagesenr1ft 2/107/8SQ lAnnex 17) are now 

related to the seals resulting If the filter tip accor¬ 
ding to Figure 5 It produced In accordance with column 6/ 
lines 5 to 54/ the result is identity of characterisation 
and htnee anticipation Injurious to novelty, 

the relativistic consideration In connection with 
the imperaeabl lity to air Is also Justified because the 
effect allegedly produced by the separation of ventila¬ 
tion air and main-stream smoke/ If it should In fact occur/ 
is also to be expected with minlumum permeability to air 
of the peripheral Surface. 

Nowhere In Swiss Patent Specification 645/252 is 

it stated/ nor could It be Inferred/ why a special 

■» 

effect achieved by means of this separation occurs only 
when the air seal Is a total seal. If however relative 
separation leads to an advantageous effect (which In fact 
is still disputed)/ the extent of that effect Is depen¬ 
dent on the quality of the Impermeability to air,,. Then/ 
however/ It is obvious to Improvs this Impermeability to 
air If it is desired to Intensity the effect/ particularly 
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since the gas-tight separation of sir and tobaeeo smoke 
1$ previously known from Genian Patent 1/657,261 (Annex 
15). 

19* u.s. Patent 1,718,122 (Annex 20) shows ventilation pas* 
sages 7, which are open towards the mouth end and are 
closed oft from the main-stream smoke by the cigarette 
paper* In this case again the 1mperaesbll1ty to air Is 
only relative. In which connection reference Is aade to 
the renarks made above* The cigarette paper must be 
relatively lipermeable to air, otherwise the cigarette 
would not draw. It is a fact, at any rate, that In this 
cigarette the ventilation air passes into the smoker?* 
mouth separately from the main-stream smoke and cannot 
become mixed at an earlier stage. In faet the tip * that 
is to say, the region wrapped by the covering paper 8, 

Is filled with tobaeeo fibres. These tobacco fibres In 
the tip, however, are not Intended to be smoked, since 
the strong covering paper is unsmokable. Rather, the 
tobacco fibres In the tip serve the same purpose as the 

filter In the granted patent dale, namely to filter the 
main-stream smoke. Nothing In Swiss Patent 645,252 

excludes the use of tobacco fibres as filter material In 
the tip. Nor Is It possible to discern how anything at 
all could change In the action asserted by the Patent 
Owner if the tip Is filled with acetate filter material 
or with tobacco fibres. This U.S. patent specification, 
too, anticipates Claim 1 of the disputed patent in a man¬ 
ner injurious to novelty. 

20. U.S. Patent 3,390,684 (Annex 21) shows a ventilation pas¬ 
sage terminating at the mouth end, whleh guides ventila¬ 
tion air to the smoker's mouth, separately from main¬ 
stream smoke. The secondary air passage according to 
Figures 5, 6 and 7, previously disclosed by this U.S. 

Patent, Is compressible and Is Intended to be compressed 
by the smoker when the smoker wishes to shut off the ven¬ 
tilation air* This, however, only makes tense provided 
that It is impossible, when the passage Is compressed, for 
ventilation air to flow In anyhow at the aperture 32, pass 
through the covering sheet 12 and Into tha tip and reach the 
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smoker's mouth from there. Another reason why this can¬ 
not occur la that th« passage according to Figure 7 Is 
llnid on the Inaid* by th* covering sheet 12/ which must 
necessarily, aa stated above/ have a sufficient relative 
Impermeability to air tor the cigarette to function. 

But/ If this Is the cast/ th* average expert will be 
unlikely to think/ on reading this patent specification/ 
that the tube 41 could have walls which are permeable 
to air. the fact that the tube 41 Is to be designed/ in 
this cast/ so as to be Impermeable to air Is not indica¬ 
ted In th* patent specification because It Is an absolute 

v i y v >/ I v v » vi v •< % i v wwv i • 

Anything which Is achieved In th* way of flow 
effects by means of on* groove is merely multiplied when 
a plurality of grooves are arranged to be distributed 
over th* periphery. No difference justifying th* grant 
of a patent can be found in this, 

21. It.S. Patent 3/324/862 (Annex 22) possesses grooves 34/ 

35 in the filter tip 33 - cf. Figures 5 and 6 - which 
communicate via perforations 37 with th* outside air. 

This is Intended to result In ventilation air passing Into 
tha smoker's mouth/ as is statad In column 1/ lines SO 
and SI. The same purpose Is served by th* tube* accor¬ 
ding to Figure 1, which according to column 2, lines 28 
and 29/ can consist of paper/ are consequently relatively 
airtight and seal off the Inside of the tubas from tha 
filter. To saal off the grooves according to Figure 5 
from the filter in a corresponding manner Is no Invention, 
anymore than is the complete separation of the tubes from 
the tobacco smoke, as is realised according to Figures 3 
and 4. 

22. Claim 1 of the contested Swiss patent contains nothing 
which could justify patentability In 'aspect of the cita¬ 
tions. 

b> Re Patent Claim 2 

23. Claim 2 is anticipated, for example, by German Patent 
1/657,261 (Annex 15). In that patent th* part 18 corres¬ 
ponding to the wrapping aheet 12 Is not porous. The 
grooves start fro# on* end, namely th* mouth end, and are 
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open at this end, extending only over part of the length 
of the filter rod, end perforations 28 are provided whleh 
terminate in the grooves 22. 

c) Re Patent Claim 3 

24. Claim 3 is anticipated, for example, by Berman Patent 
1,657,201 (Annex 15). According to Berman Patent 1,657,261 
the wrapping sheet 24 corresponding to the tip material 

is porous - cf. column 5, line 9 - and, as the expression 
wrapping sheet Implies, is In sheet fora. 

d) Ra Patent Claim 4 

25. Claim 4 la anticipated, for example, by U.S. Patent 
5,390,664 (Annex 21). The wrapping sheet 13 according 
to Figure 7, corresponding to the tip material, has 
necsssarily to be relatively airtight, since otherwise 
the intended effect of shutting off the ventilation air 
would be Impossible to achieve. In Figures 8 and 9 a per¬ 
foration 43 Is visible. 

e) Re Patent Claim 5 •• -- - 

26. Claim 5 is anticipated, for example, by Berman Patent 
1,657,261 (Annex 15), Figure 2, which shows helically 
wound grooves 131. 

f) Re Patent Claim 6 

27. Claim 6 is anticipated, for example, by Berman Offenle- 
Sufteiichri f t 2,711,742 (Annex 23>, In which an annular 
channel 9 - cf. fourth page of description, penultimate 
paragraph - is provided which corresponds to the groove 
26. A longitudinally txtending, helical channel 7 (cf. 
the sentence of the description slready referred to) 
starts from this annular channel 9. 

g) Re Patent Claim 7 

28. Claim 7 is anticipated, tor example, by Berman Offenle- 
gungsschrift 2,135,903 (Annex 24), in which Figure 3 
shows channels 10 and 12 corresponding to the grooves, 
these channels starting from different ends of the filter 
and being separated from one another as rsgards flow. 

h) Re Patent Claim 8 

29. Claim 8 is anticipated, tor example, by Berman Auslege- 
schrlft 2,107,850 (Annex 17) Figure 5 in connection with 
the sealing method described in column 6 and already 


! 
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dealt with above in relation with Claim 1. 
i) Re Patent C lain 9 

JO, Claim 9 1$ anticipated/ for example/ by U.S, Patent 

3,324,862 (Annex 22) - cf. Figures 1 end 5 of this cita¬ 
tion - according to which the postages formed by the 
grooves terminate at the cigarette rod* 
k ) Re Patent Claim 10 

31, Claim 10 Is anticipated/ for example/ by German Patent 
1/657/261 (Annex IS) Figure 1/ In which the channels 22 
corresponding to the grooves terminate at the mouth end. 

32, Since/ as set out above/ Claim 1 Is anticipated in a man¬ 
ner injurious to novelty/ the subsequent claims likewise 
present no additional new features which/ in view of the 
demonstrated state of the art/ could justify the patent 
If its scope were to be restricted. 

7, Legal basis 

33, A precondition for the validity of the patent IS/ In par¬ 
ticular, the novelty of the patent and adequate level of 
Inventiveness of the technical teaching claimed, the 
revised Patents Act of 17th December 1976 being fully 
applicable to the patent In dispute, which was not applied 
for until 1980. The priority date 11th April 1979 Is 
decisive for the evaluation of novelty end inventiveness. 

On the one hand, the Plaintiff assert* that the 
older Philip Morris Patent +633,421, though not a prior 
publication, destroys the novelty of the patent in dis¬ 
pute, since all the features thereof, with the possible 
exception of Claims 6 and 7, are anticipated in an iden¬ 
tical manner (Article 7a, Patents Act), 

Moreover, the teaching of the patent In dispute 
is derived in an obvious manner from the state of the 
art, the invention on which the disputed patent is based 
representing no advance, or at leaat no important advance, 
over what can already be Inferred from the Individual 

.nxior. tmhi 1r»r1nns cited (Artlsll .Is .$* £tijv\..Z 1 ...Art 1 cle 7,. 

Patents Act), 

In summary It may be said that the technical 
teaching disclosed and claimed In the disputed patent 
has been anticipated In Its entirety. Swiss Patent 
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645/252 1$ therefore entirely Invalid due to tick of 
pacentabi11ty (Article 1, In conjunction with Article 26/ 
Clause 1/ Patents Act). The Plaintiff, being a coapeti- 
tor of the Defendant, has a substantial Interest In see* 
Ing his patent declared 1 nva11 

34. Since the Defendant has entpaeffl ca l ty defended hjjrielf In 
Geraany against the ravptfltlon of his patent^-flff. above, 
eae** J-3 42 ■**$*}+ not 0* aijuudthe 4ai-d 


Defendant will voluntarily agree to th"e cancellation of 
its para l lej/'iw 1 ss patent. For reason no prior 

request jwSs made to the Defeptfant to cancel its patent, 
and tOe action for revocation was Initiated without pre* 
vious notice. 

On the basis of these remarks, X respectfully 
request you to approve this action in accordance with the 
petition, with the customary consequences. 

Your obedient servant 
(illegible signature) 

Dr. Lucas David 

Recorded delivery In quadruplicate 
Enclosures according to separate list 
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